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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments with respect to claims 1-15 and 33-47 have been 
considered but are moot in view of the new ground(s) of rejection. 



Claim Objections 

2. Claims 39-43 objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. The claims merely 
recite the response of the tissue to excitation light, which is a natural process rather 
than how the invention utilizes that response to provide a useful result. As such these 
responses do not further limit. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 39-43 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. These claims recite the natural response of a 
tissue to excitation light. As such they do not fall under the statutory categories of 
invention. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-15 and 33-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Palcic et al. '190 (US 5,827,190) in view of Richards-Kortum et al 
(US 5,421,337). 

Palcic et al. teach normalization of at least one fluorescence image by using a 
remittance image or as otherwise stated, reflected reference light image, in order to 
correct for many factors including light intensity allowing for differentiation of normal and 
diseased tissue (col. 2, line 20-col. 3, line 37). Palcic et al. teaches the use of a 
remittance image to account for non-uniformity due to different changes including 
illumination intensity (col. 2, lines 28-31). 

While Palcic et al. do not specifically address specified values, it would have 
been obvious to one skilled in the art at the time that the invention was made that the 
normalization process necessarily incorporates specified values or 

With respect to claims 33-43, necessarily the detected values of fluorescence will 
be above or below the remittance value depending on whether the tissue is normal or 
abnormal. 
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In addition, Palcic et al. do not teach that diseased tissue will have a higher 
intensity, and that normal tissue will have a lower intensity (as described in col. 6, lines 
44-51). In the same field of endeavor, Richards-Kortum et al. teach of adenomatous 
tissue with higher intensity and normal tissue with lower intensity, both with reference to 
a specified wavelength value (col. 11, lines 3-10; col. 12, line 64-col. 13, line 15). It 
would have been obvious to one with ordinary skill in the art at the time the invention 
was made to improve the diagnosis of tissues regarding the condition of tissue. 

With respect to claim 33 and newly added claims 44-47, Palcic et al. also do not 
specifically mention chrominance or luminance signal components with respect to the 
fluorescence image and reflected reference light or judgment means based on a ratio. 
However, Richards-Kortum et al. make reference to correlation features of fluorescence 
spectra to tissue type in a quantitative way using ratios of fluorescence intensities at 
various wavelengths from the fluorescent image and reflected reference light (col. 9, 
lines 10-34). In addition, color (chrominance) and intensity (luminance) components of 
autofluorescence are recorded for analysis (col. 21, lines 15-55). It would have been 
obvious to one with ordinary skill in the art at the time the invention was made to 
improve the diagnosis of tissues by through a better display of fluorescence images. 



Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Rozanski whose telephone number is 571-272- 
1648. The examiner can normally be reached on Monday - Friday, 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eleni Mantis-Mercader can be reached on 571-272-4740. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





MR 



